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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 19 and 20 . are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hurtado et al U.S. Patent Application Publication No. 2006/0095792 A1. 

As per claim 19 . Hurtado et al discloses a method of transacting a digital object 
in which a vendor offers for sale or trade the digital object to a purchaser, the method 
comprising the steps of: 

transferring a digital object from a vendor to an electronic marketplace (figs. 9 
and 10); 

testing the digital object for authorization violation (0157; 0158; "...checks for 
watermark and updates watermark as required..."); 

adding one or more authorization codes to the digital object (0157; 0158); and 
storing an identifier of the vendor in computer memory in the event of the digital object 
violating the authorization test (0478; 0487; storing among other information provider 
identifier). 



Application/Control Number: 10/668.237 
Art Unit: 3621 



Page 3 



As per claim 20 . Hurtado further discloses a transaction system in which a 
vendor offers for sale or trade a digital object to a purchaser, the system comprising: 

an acceptance component configured to receive a digital object for sale or trade 
(fig. 9, 10. 14 and 16); 

a watermarking component configured to create a watermarked object from the 
vendor submitted object (fig. 5); 

a recognition component configured to test the digital object for authorization 
violation (0157; 0158); and 

an enforcement component configured to store data representing authorization 
violation in computer memory (0157; 0158; 0886). 

Claim Rejections - 35 USC § 103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-18 . are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Hurtado et al U.S. Patent Application Publication No. 2006/0095792 A1. 
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As per claims 1, 7 and 13 . Hurtado et al discloses a method of transacting a 
digital object in which a vendor offers for sale or trade the digital object to a purchaser, 
the method comprising the steps of: 

receiving a digital object from a vendor (see figs. 14 and 16); 

testing the digital object for the presence of an authorization code (0157; 0158; 
"...checks for watermark and updates watermark as required..."); 

associating a warning status with the digital object on detecting the presence of 
an authorization code in the digital object; 

checking a database of vendor details maintained in computer memory (0158; 

0027); 

associating an alert status with the digital object on detecting an entry in the 
database of vendor details representing an alert status associated with the vendor; 

adding one or more authorization codes to the digital object (0157; 0158); and 

updating the entry in the database of vendor details representing the vendor with 
the warning and/or alert status associated with the digital object (0157; 0227; 0789). 

What Hurtado et al does not explicitly teach is associating a warning status with 
the digital object on detecting the presence of an authorization code in the digital object; 
associating an alert status with the digital object on detecting an entry in the database of 
vendor details representing an alert status associated with the vendor. 

Saito discloses associating a warning status with the digital object on detecting 
the presence of an authorization code in the digital object (col. 5, lines 25-40); 
associating an alert status with the digital object on detecting an entry in the database of 
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vendor details representing an alert status associated with the vendor (col. 5, lines 25- 
40; col. 7, lines 30-35). 

Accordingly it would have been obvious to one of ordinary skill in the art at time 
of applicant's invention to modify the method of Hurtado et a! and incorporate a method 
associating a warning status with the digital object on detecting the presence of an 
authorization code in the digital object; associating an alert status with the digital object 
on detecting an entry in the database of vendor details representing an alert status 
associated with the vendor in view of the teachings Saito in order to ensure that digital 
object is being accessed by an authorized user. 

As per claims 2, 8 and 14 . Hurtado et al further discloses a method of 
transacting a digital object further comprising the steps of: 

receiving a vendor identifier representing the vendor from which the digital object 
is received (0227); and 

adding the vendor identifier to the digital object (0227). 

As per claims 3, 9 and 15 . Hurtado further discloses a method of transacting a 
digital object further comprising the steps of: extracting the vendor identifier from the 

digital object; 

comparing the extracted vendor identifier with the vendor identifier received from 
the vendor (0157; 0166; 0793); and 
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checking the digital object for an associated warning status (0157; 0158). 

As per claims 4, 10, and 16 . Hurtado further discloses a method of transacting a 
digital object further comprising the step of removing the warning status if the extracted 
vendor identifier matches the vendor identifier received from the vendor (0227). 

As per claims 5, 11, and 17 . Hurtado et al failed to explicitly disclose a method 
of transacting a digital object further comprising the step of: 

associating a warning status with the digital object if the extracted vendor 
identifier does not match the vendor identifier received from the vendor. 

Saito discloses a method of transacting a digital object further comprising the 
step of associating a warning status with the digital object if the extracted vendor 
identifier does not match the vendor identifier received from the vendor (col. 5, lines 25- 
40; col. 7. lines 30-35). 

Accordingly it would have been obvious to one of ordinary skill in the art at time 
of applicant's invention to modify the method of Hurtado et al and incorporate a method 
of transacting a digital object further comprising the step of associating a warning status 
with the digital object if the extracted vendor identifier does not match the vendor 
identifier received from the vendor in view of the teachings of Saito in order to ensure 
that digital object is being accessed by an authorized user. 
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As per claims 6, 12, and 18 . Hurtado further discloses a method of transacting a 
digital object further comprising the steps of: 

checking the database of vendor details maintained in computer memory (0158; 
0027); and 

updating the entry in the database of vendor details representing the vendor with 
an alert status if the number of warning status indicators associated with the vendor 
exceeds a predefined threshold (0157; 0227; 0789). 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The reference cited to Stefik et ai U.S. Patent Application 
Publication No. 2006/0059562 AI is a document considered relevant to the claimed 
invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles C. Agwumezie whose number is (571) 272- 
6838. The examiner can normally be reached on Monday - Friday 8:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272 - 6712. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington D.C. 20231 

Or faxed to: 



Application/Control Number: 10/668,237 



Page 9 



Art Unit: 3621 

(571) 273-8300. [Official communications; including After Final communications labeled 
"Box AF"]. 

(571) 273-8300. [Infomial/Draft communications, labeled "PROPOSED" or "DRAFT"]. 

Hand delivered responses should be brought to the United States Patent and 
Trademark Office Customer Service Window: 



Randolph Building, 



401 Dulany Street 



Alexandria VA. 22314 



Charlie Lion Agwumezie 
Patent Examiner 
Art Unit 3621 
August 15, 2006 




JAMES A. REAGAN 
PRIMARY EXAMINER 



